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U.S. Supreme Court Holds Oral Arguments on the Patent 
Eligibility of Isolated DNA Sequences

In a case with potentially significant ramifications for the genetics, pharmaceutical, and 
biomedical industries, the U.S. Supreme Court held oral arguments on Monday, April 15, 2013 
on whether DNA sequences isolated from the human body are “products of nature” and thus 
patent-ineligible under U.S. patent law. Depending on how broadly the Court rules, its decision 
in Association for Molecular Pathology v. Myriad Genetics, Inc. could impact the validity of 
thousands of issued patents that include claim limitations to such isolated DNA sequences. 

Counsel for Myriad Genetics, the United States, and the Association for Molecular Pathology 
debated with the Court on the patent eligibility of two DNA sequences, which Myriad extracts 
from the human body and uses for detecting a woman’s risk for breast cancer. Chief Justice 
Roberts and Justices Ginsburg, Breyer, Kennedy, Sotomayor, and Kagan expressed skepticism 
that such sequences, without further manipulation resulting in transformed DNA fragments, 
are eligible for patenting. A prime example of this skepticism can be found in the following 
exchange between Chief Justice Roberts and Mr. Castanias, Myriad’s counsel, near the end of 
Myriad’s argument: 

MR. CASTANIAS: . . . And I think one last point to close on. It’s important to note 
that molecules have been patented for a very long time. That’s what drugs are. And 
drugs are often made by taking one molecule and another molecule, both of which 
are known, reacting them in a test tube, which is a very common thing, reactions have 
been around 100 years just like snipping has been, but they make something new and 
useful and life saving from that.

CHIEF JUSTICE ROBERTS: Well, I don’t understand how this is at all like that, 
because there you’re obviously combining things and getting something new. Here 
you’re just snipping, and you don’t have anything new, you have something that is a 
part of something that has existed previous to your intervention. 

The Court’s questions suggested a distinction, however, between patenting an isolated DNA 
sequence itself and patenting a processes for extracting and isolating DNA sequences from the 
body and patenting uses for such isolated DNA sequences. Justice Sotomayor’s questions to 
Mr. Hansen, the Association’s counsel, highlighted the distinction: 

MR. HANSEN: And it is certainly true, as Your Honor suggests, that one of the 
incentives here is a process patent or a development patent. If you -- if you’ve isolated 
the gene and you find a new use for it, you could get a patent on the new use for the 
patent.
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JUSTICE SOTOMAYOR: That’s the whole point, isn’t 
it?  The isolation itself is not valuable; it’s the use you 
put the isolation to. That’s the answer, isn’t it?

MR. HANSEN: That’s exactly correct. Thank you. Yes, 
that is the answer.

The Justices’ questions further suggested their interest in the 
Solicitor General’s position that man-made DNA sequences 

that result from manipulating and transforming DNA sequences 
extracted and isolated from the human body are patent-eligible. 

The Supreme Court’s opinion in this case is expected by June 
28, 2013. At that time, we will issue another alert to our clients, 
informing them of the Court’s decision.

If you have any questions regarding any matters discussed in this briefing, please contact any of the Winston & Strawn attorneys listed 
below or your usual Winston & Strawn contact.

Chicago 
Linda T. Coberly 
James M. Hilmert 
James F. Hurst 
George C. Lombardi

Houston 
Peter J. Corcoran III 
 
Los Angeles 
Gail J. Standish

Washington, D.C. 
Marion K. Goldberg 
Thomas L. Mills 
Gene C. Schaerr 
Jovial Wong

http://www.winston.com/index.cfm?contentID=24&itemID=13640
http://www.winston.com/index.cfm?contentID=24&itemID=13517
http://www.winston.com/index.cfm?contentID=24&itemID=10354
http://www.winston.com/index.cfm?contentID=24&itemID=11162
http://www.winston.com/index.cfm?contentID=24&itemID=17070
http://www.winston.com/index.cfm?contentID=24&itemID=13722
http://www.winston.com/index.cfm?contentID=24&itemID=12587
http://www.winston.com/index.cfm?contentID=24&itemID=10037
http://www.winston.com/index.cfm?contentID=24&itemID=13729
http://www.winston.com/index.cfm?contentID=24&itemID=13160

