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ICANN Allows Abused Names into the Trademark 
Clearinghouse: Time to Assess your UDRP Strategy

ICANN announced this week that it intends to allow up to 50 abused domain names, per record,  
into the Trademark Clearinghouse. An abused name is a domain name that a trademark owner 
won back by way of a Uniform Domain Dispute Resolution Procedure (“UDRP”) complaint 
or obtained through the courts. For example, if Coke won back <cokke.com>, it could include 
<cokke.com> as a variation in its Trademark Clearinghouse list by tying it to the Coke mark. 
While ICANN is not mandating that an abused name can qualify for Sunrise registrations, they 
are requiring that the trademark claims service provide a notice of the brand owner’s rights 
to anyone who tries to register a second level domain name (consisting of a mark or abused 
name found in the Trademark Clearinghouse) in a new gTLD during the initial claims period. 
If the would-be registrant registers the domain name anyway, a notice will be sent to the brand 
owner. ICANN also extended the claims period to 90 days as part of its recent announcement.

While brand owners are considering which trademarks they should include in the Trademark 
Clearinghouse, they should also take a look at their UDRP history to see if there are abused 
names that should be included. In addition, they should look to see if there are domain names 
registered by squatters that correspond closely to their marks (typos), or contain their marks 
plus additional generic terms in their industries. Time is of the essence since brand owners will 
want to file any necessary UDRP complaints quickly in order to have a decision well prior 
to the first new gTLD registries going online, which is expected to happen this summer. The 
Winston & Strawn Domain Name Team can  help with both the trademark and UDRP review.

This alert was written by Paul McGrady. Mr. McGrady is a partner in Winston & Strawn’s 
Chicago office and chair of the firm’s Trademark, Domain Names, and Brand Enforcement 
Practice. Mr. McGrady is the author of McGrady on Domain Names, which is published by 
LexisNexis. Mr. McGrady represents brand owners, including new gTLD applicants, in their 
domain name and Internet matters. He has successfully handled more than 300 proceedings 
under the Uniform Domain Dispute Resolution Procedure and multiple litigations brought 
under the Anti-Cybersquatting Consumer Protection Act. If you have any questions regarding 
any matters discussed in this briefing, please contact Paul McGrady, Marc Trachtenberg or 
your usual Winston & Strawn contact.
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