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U.S. Supreme Court Holds “First Sale” Doctrine Applies to 
Copyrighted Works Lawfully Made and Sold Abroad

In a case with broad implications for music and publishing, the U.S. Supreme Court has held 
that a work lawfully produced and sold overseas can be resold in the U.S. without infringing 
U.S. copyright protections.  The Court’s decision in Kirtsaeng v. Wiley, handed down on March 
19, 2013, holds that the overseas sale of a work that was also manufactured overseas under a 
valid contract from a U.S. copyright owner releases (or “exhausts”) the owner’s copyrights to 
that work.  The buyer may then import and resell (or donate) that work in the U.S. without the 
copyright owner’s consent. 

The case arose out of a dispute relating to math textbooks. Kirtsaeng moved to the U.S. from 
Thailand to study mathematics.  At Kirtsaeng’s request, his friends and family bought 600 
English language textbooks in Thailand that had been manufactured in Asia under the direction 
of U.S. publisher John Wiley & Sons.  They then shipped the books to Kirtsaeng in the U.S.  
Kirtsaeng resold the textbooks in the U.S. at a profit.  Wiley sued Kirtsaeng for copyright 
infringement.  It claimed Kirtsaeng’s importation and resale of its textbooks was unauthorized 
and violated Wiley’s exclusive rights to import and distribute its books in the U.S. under U.S. 
copyright law.  Under the statutory “first sale” doctrine, however, the purchaser of a work 
“lawfully made” may, “without the authority of the copyright owner, [] sell or otherwise 
dispose of the possession of that [work]” as the purchaser desires.   The question was whether 
that doctrine applied to the production and sale in Thailand.  

By a 6-3 majority, the Court held that it did—and that the manufacture and sale of the books in 
Asia had released Wiley’s right to control their import and sale in the U.S.  After studying the 
language, context, and congressional intent of the U.S. copyright laws, as well as the Court’s 
1998 opinion in Quality King Distributors, Inc. v. L’anza Research International, Inc., the 
majority concluded that the “first sale” doctrine is not geographically limited to the U.S.  

Justices Ginsburg, Kennedy, and Scalia dissented.  The dissent stated that the majority’s 
opinion departs from Congress’s design to protect U.S. copyrighted works from unauthorized 
importation into the U.S.  It also concluded that the majority’s opinion improperly expands 
the Court’s decision in Quality King.  In the dissent’s view, a work cannot be “lawfully made” 
under U.S. copyright law in a foreign country.  

Kirtsaeng could serve as precedent for the much-debated issue of international patent 
exhaustion.  This issue is presented in the November 2, 2012 petition for certiorari in Ninestar 
Technology Co., Ltd. v. International Trade Commission, No. 12-552.  That petition is set to be 
considered at the Court’s March 22, 2013 conference. The Court’s decision whether to grant 
review in that case remains pending.

Winston & Strawn submitted an amicus brief in Kirtsaeng on behalf of Goodwill Industries 
International, Inc., in support of the winning position in the case. The brief’s authors were 
partners Michael Elkin, Thomas Lane, Gene Schaerr, and Linda Coberly and Winston associates 
Robert Turner and Ted Hawkins.
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